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DETAILED ACTION 
Response to Amendment 

1. Applicant's arguments filed 05/11/2007 have been fully considered but they are not 
persuasive. Claims 1-38 are currently pending. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-4 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by Melaku et 
al. (Pub. No: 20030032414). 

Regarding claim 1, Melaku et al. disclose a communication apparatus comprising: 
a controller (fig. 1 and fig. 3, [0039]. Inherently, the communication apparatus includes the 
necessary software, hardware, firmware or a combination thereof to accomplish the stated task or 
functionality); 

an interface adapted to receive an electronic message (fig. 1 and fig. 3, [0039]. 
Inherently, the communication apparatus includes the necessary software, hardware, firmware or 
a combination thereof to accomplish the stated task or functionality); 

a display (fig. 1 and fig. 3, [0039]. Inherently, the communication apparatus includes the 
necessary software, hardware, firmware or a combination thereof to accomplish the stated task or 
functionality); and 
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a memory, said memory being adapted to store image data representing at least one 
predefined icon to be presented on said display so as to indicate receipt of said electronic 
message (fig. 3, [0039] to [0043]), wherein 

said memory is adapted to store an association between the or each predefined icon and 
a sender of electronic messages (fig. 3, [0039] to [0043]); and wherein 

said controller is adapted to determine a sender of said received electronic message, to 
match the sender thus determined with the or each predefined icon by way of said association, 
and to present a matching icon, if any, on said display to indicate receipt of said received 
electronic message as well as the sender thereof (fig. 3, [0039] to [0043]). 

Regarding claim 2, Melaku et al. disclose all the limitations in claim 1 . Further, Melaku 
et al. disclose an apparatus wherein said electronic message is of a type having a control data 
portion and a message data portion, the control data portion including a message sender identity, 
wherein said controller is adapted to determine the sender of said received electronic message 
from the message sender identity (fig. 3, [0039] to [0040]). 

Regarding claim 3, Melaku et al. disclose all the limitations in claim 2. Further, Melaku 
et al. disclose an apparatus wherein said electronic message is an SMS or MMS message 
([0037]). 

Regarding claim 4, Melaku et al. disclose all the limitations in claim 2. Further, Melaku 
et al. disclose an apparatus wherein said message sender identity is a telephone number for a 
mobile telecommunications system such as GSM, UMTS, D-AMPS or CDMA2000 ([0037]). 
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Regarding claim 18, Melaku et al. disclose all the limitations in claim 1. Further, Melaku 
et al. disclose an apparatus wherein said communication apparatus is a portable 
telecommunication apparatus ([0039] to [0043]). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 5-7 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Melaku et al. (Pub. No: 20030032414) in view of Burns et al. (Pub. No: 20020126146). 

Regarding claim 5, Melaku et al. disclose all the limitations in claim 2. However, Melaku 
et al. do not disclose an apparatus wherein said electronic message is an email message. 

In the same field of endeavor, Burns et al. disclose an apparatus wherein said electronic 
message is an email message (fig. 1A and fig. IB, [0019] to [0026]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including disclose an 
apparatus wherein said electronic message is an email message, as taught by Burns et al., the 
motivation being in order to optimize the screen space available to provide sufficient viewing of 
information that would otherwise be obscured or truncated. In addition, it is desirable to view 
the message information within the message list without opening the message when searching 
quickly for a message. 
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Regarding claim 6, Melaku et al. disclose all the limitations in claim h However, 
Melaku et al. do not disclose an apparatus wherein said controller is adapted to simultaneously 
present a plurality of matching icons on said display to indicate a corresponding plurality of 
received messages. 

In the same field of endeavor, Burns et al. disclose an apparatus wherein said controller is 
adapted to simultaneously present a plurality of matching icons on said display to indicate a 
corresponding plurality of received messages (fig. 1 A and fig. IB, [0019] to [0026]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including an apparatus 
wherein said controller is adapted to simultaneously present a plurality of matching icons on said 
display to indicate a corresponding plurality of received messages, as taught by Burns et al., the 
motivation being in order to optimize the screen space available to provide sufficient viewing of 
information that would otherwise be obscured or truncated. In addition, it is desirable to view 
the message information within the message list without opening the message when searching 
quickly for a message. 

Regarding claim 7, Melaku et al. disclose all the limitations in claim 1. However, 
Melaku et al. do not disclose an apparatus wherein said controller is adapted to display, for each 
presented matching icon, a numeric indicator to indicate a current number of unread messages 
received from a respective sender associated with each presented matching icon. 

In the same field of endeavor, Burns et al. disclose an apparatus wherein said controller is 
adapted to display, for each presented matching icon, a numeric indicator to indicate a current 
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number of unread messages received from a respective sender associated with each presented 
matching icon (fig. 1A and fig. IB, [0019] to [0026]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including an apparatus 
wherein said controller is adapted to display, for each presented matching icon, a numeric 
indicator to indicate a current number of unread messages received from a respective sender 
associated with each presented matching icon, as taught by Burns et al., the motivation being in 
order to optimize the screen space available to provide sufficient viewing of information that 
would otherwise be obscured or truncated. In addition, it is desirable to view the message 
information within the message list without opening the message when searching quickly for a 
message. 

Regarding claim 25, Melaku et al. disclose all the limitations in claim 19. However, 
Melaku et al. do not disclose a method performed repeatedly for a plurality of received messages 
so that only the last received message, irrespective of sender, is indicated by its matching icon, if 
any, on the display. 

In the same field of endeavor, Burns et al. disclose a method performed repeatedly for a 
plurality of received messages so that only the last received message, irrespective of sender, is 
indicated by its matching icon, if any, on the display (fig. 1 A and fig. IB, [0019] to [0026]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including a method 
performed repeatedly for a plurality of received messages so that only the last received message, 
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irrespective of sender, is indicated by its matching icon, if any, on the display, as taught by Burns 
et al., the motivation being in order to optimize the screen space available to provide sufficient 
viewing of information that would otherwise be obscured or truncated. In addition, it is desirable 
to view the message information within the message list without opening the message when 
searching quickly for a message. 

6. Claims 8-17, 19-24, 26-27 and 29-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Melaku et al. (Pub. No: 20030032414) in view of Kamimura (Pub. No: 
20020094806). 

Regarding claim 8, Melaku et al. disclose all the limitations in claim 1. However, 
Melaku et al. do not disclose an apparatus wherein said controller is adapted to enhance the 
presentation of the or each presented icon with a visual effect such as animation, scrolling, 
morphing, flashing or changing colors. 

In the same field of endeavor, Kamimura discloses an apparatus wherein said controller is 
adapted to enhance the presentation of the or each presented icon with a visual effect such as 
animation, scrolling, morphing, flashing or changing colors ([0043] to [0066]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including an apparatus 
wherein said controller is adapted to enhance the presentation of the or each presented icon with 
a visual effect such as animation, scrolling, morphing, flashing or changing colors, as taught by 
Kamimura, the motivation being in order to provide caller identification (caller ID) information 
for identifying a calling party that requests communication with the communication apparatus 
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and provide a highly convenient communication apparatus capable of easily identifying a calling 
party when the apparatus receives an incoming call signal or an incoming message signal. 

Regarding claim 9, Melaku et al. disclose all the limitations in claim 1. However, 
Melaku et al. do not disclose an apparatus further comprising at least one of a phonebook address 
book or contact book, wherein the association between the or each predefined icon and a sender 
of electronic messages is stored in an entry in said phonebook, address book or contact book. 

In the same field of endeavor, Kamimura discloses further comprising at least one of a 
phonebook address book or contact book, wherein the association between the or each 
predefined icon and a sender of electronic messages is stored in an entry in said phonebook, 
address book or contact book ([0039] to [0042]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including further 
comprising at least one of a phonebook address book or contact book, wherein the association 
between the or each predefined icon and a sender of electronic messages is stored in an entry in 
said phonebook, address book or contact book, as taught by Kamimura, the motivation being in 
order to provide caller identification (caller ID) information for identifying a calling party that 
requests communication with the communication apparatus and provide a highly convenient 
communication apparatus capable of easily identifying a calling party when the apparatus 
receives an incoming call signal or an incoming message signal. 

Regarding claim 10, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 9. Further, Kamimura discloses an apparatus wherein the association 



Application/Control Number: 10/533,245 Page 9 

Art Unit: 2617 

comprises a link to an image file, which is stored outside of said phonebook entry, address book 
entry or contact book entry but inside said memory, and which contains image data that defines 
the or each predefined icon ([0039] to [0042]). 

Regarding claim 11, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 9. Further, Kamimura discloses an apparatus wherein the association 
comprises image data that defines the or each predefined icon and is stored in said phonebook 
entry (842), address book entry or contact book entry ([0039] to [0042]). 

Regarding claim 12, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 9. Further, Melaku et al. disclose an apparatus wherein the association 
further comprises a message sender identity wherein said electronic message is of a type having 
a control data portion and a message data portion the control data portion including a message 
sender identity, wherein said controller is adapted to determine the sender of said received 
electronic message from the message sender identity ([0039] to [0043]). 

Regarding claim 13, Melaku et al. disclose all the limitations in claim 1. However, 
Melaku et al. do not disclose an apparatus further comprising an element for adding a new icon 
to said memory, and element for generating in said memory a new association between said new 
icon and a sender of electronic messages. 

In the same field of endeavor, Kamimura discloses an apparatus further comprising an 
element for adding a new icon to said memory, and element for generating in said memory a new 
association between said new icon and a sender of electronic messages ([0039] to [0047]). 
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Therefore, it would have been obvious to one of ordinary skill in the art at Jhe time the 
invention was made to modify the handset of Melaku et al. by specifically including an apparatus 
further comprising an element for adding a new icon to said memory, and element for generating 
in said memory a new association between said new icon and a sender of electronic messages, as 
taught by Kamimura, the motivation being in order to provide caller identification (caller ID) 
information for identifying a calling party that requests communication with the communication 
apparatus and provide a highly convenient communication apparatus capable of easily 
identifying a calling party when the apparatus receives an incoming call signal or an incoming 
message signal. 

Regarding claim 14, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 13. Further, Kamimura discloses an apparatus wherein said means for 
adding a new icon comprises an image editor in said apparatus ([0039] to [0047]). 

Regarding claim 15, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 13. Further, Kamimura discloses an apparatus wherein said means for 
adding a new icon comprises a communications interface of said communication apparatus 
([0039] to [0047]). 

Regarding claim 16, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 15. Further, Kamimura discloses an apparatus wherein said 
communications interface is at least one of: a serial interface; a short-range supplementary radio 
data interface; a WAP compatible interface; and an RF interface for a mobile 
telecommunications system ([0039] to [0047]). 
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Regarding claim 17, the combination of Melaku et al. and Kamimura disclose all the 
limitations in claim 15. Further, Kamimura discloses an apparatus wherein said communications 
interface is the same as said interface adapted to receive an electronic message ([0039] to 
[0047]). 
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7. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Melaku et al. 
(Pub. No: 20030032414) in view of Hsu (U.S. 5907604). 

Regarding claim 28, Melaku et al. disclose all the limitations in claim 19. However, 
Melaku et al. do not disclose a method wherein a default icon is presented on said display to 
indicate said received electronic message, in case no matching icon has been determined. 

In the same field of endeavor, Kamimura discloses a method wherein a default icon is 
presented on said display to indicate said received electronic message, in case no matching icon 
has been determined (col. 6, lines 44-53) 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the handset of Melaku et al. by specifically including a method 
wherein a default icon is presented on said display to indicate said received electronic message, 
in case no matching icon has been determined, as taught by Hsu, the motivation being in order to 
provide the caller ID service with additional features so that it is more useful to a user. In 
addition, the user determines whether to allow the call to go through or block the call. 

Response to Argument 

8. Applicant, on page 2 to page 4 of his response, argues that Melaku presents showing a 
picture of a caller, but it is nowhere shown to user images to indicate a sender of an electronic 
message . However, the Examiner disagrees. 

First, the Applicant argues that it is it is nowhere in reference Melaku is shown to user 
images to indicate a sender of an electronic message . In response, during patent examination, 
the pending claims must be "given their broadest reasonable interpretation consistent with the 
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specification." In re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000). 
Applicant always has the opportunity to amend the claims during prosecution, and broad 
interpretation by the examiner reduces the possibility that the claim, once issued, will be 
interpreted more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 
550- 51 (CCPA 1969). The broadest reasonable interpretation of the claims must also be 
consistent with the interpretation that those skilled in the art would reach. In re Cortright, 165 
F.3d 1353, 1359, 49 USPQ2d 1464, 1468 (Fed. Cir. 1999). See MPEP 2111. 

Second, in response to applicant's argument, a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. 

Third, Melaku discloses in paragraph 39 to paragraph 40 that the handset 102B includes a 
ringer 153, a picture cache 154, a processor 151 and a display 155. When the handset 102B 
receives a new SMS message . The handset determines whether the message has Picture Caller 
Line Identification (PCLI) header. If the message includes a PCLI header, the handset 102B 
extracts the PCLI header, stores in the picture cache 154 and display to a called party. Further, 
Melaku states in paragraph 9 that a mobile handset for receiving a call from a caller over a 
mobile telephony system has an input to receive an image associated with a caller and to receive 
notification of the call from the caller, and a display that displays the images . The handset also 
includes a processor that is programmed to receive the image, to receive the notification of the 
call from the caller, and to send the call to the caller. The processor may be programmed to send 
the image to the display after receiving the notification of the call from the caller . In addition, 
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Melaku discloses in paragraph 57 that in order to providing identification of a user, a user may 
select a particular PCLI image to use each time a call is made. The selection of the particular 
image may be made by pressing a key in response to a prompt or by uttering a particular phrase. 
For example, in response to a prompt "What image would you like to send?" from the VCM, a 
user may respond with "business" for a picture of the user in a business suit or for an image 
of the user's business card, or the user may respond "casual" for a casual picture or greeting 
to be selected as the PCLI information . Therefore, it is inherent that Melaku discloses to use 
images to indicate a sender of an electronic image. 

Applicant, on page 2 to page 4 of his response, argues that there are no combination of 
these reference teaches or suggest all the claim limitations. However, the Examiner disagrees. 
In response to applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d347, 21 USPQ2d 1941 (Fed. Cir. 
1992). 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 

MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dai A Phuong whose telephone number is 571-272-7896. The 
examiner can normally be reached on Monday to Friday, 9:00 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nguyen M Due can be reached on 571-272-7503. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-7503. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Dai Phuong 
AU: 2617 
Date: 06/30/2007 



final action. 
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